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earned patent term adjustment. See 37 CFR 1.704(b). 
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Art Unit: 2621 

DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1. Claims 1, 3, 5-8, 9, 13, 15, 17 and 19 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1,3, 
9, 15,16,17, 18, 19, 20 and 21 of copending Application No. 1 0/752,21 5(it is referred to 
as #215 from now on). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons: 

Regarding claim 1 of the instant application, claims 1,3, 9, 15,16, 17, 18, 19, 
20 and 21 of #215 teach an information recording medium on which there are recorded: 
one or a plurality of first entity information, which is compressed and encoded by a first 
compressing and encoding method, for individually constituting Titles, each of which is a 
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logical combination of contents including at least video; first management information 
for managing and controlling said first entity information; one or a plurality of second 
entity information, which is compressed and encoded by a second compressing and 
encoding method, which is different from the first compressing and encoding method, 
for individually constituting Titles, each of which is a logical combination of contents 
same as or different from the contents of said first entity information; and second 
management information for managing and controlling said first and second entity 
information. 

Regarding claims 5-8 of the instant application, claim 1 of #215 teach menu 
information, which includes at least video information compressed and encoded by the 
first or second compressing and encoding method/for indicating a menu for user 
selection about at least said second entity information out of said first and second entity 
information; and attribute information for indicating the first or second compressing and 
encoding method by which said first menu information is compressed and encoded. 

Regarding claims 13, 17 and 19 of the instant application, claim 15 of #215 
teach An information reproducing apparatus for reproducing an information recording 
medium, on which there are recorded: one or a plurality of first entity information, which 

is compressed and encoded by a first compressing and encoding method, for 

" * 

individually constituting Titles, each of which is a logical combination of contents 
including at least video; first management information for managing and controlling said 
first entity information; one or a plurality of second entity information, which is 
compressed and encoded by a second compressing and encoding method, which is 
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different from the first compressing and encoding method, for individually constituting 
Titles, each of which is a logical combination of contents same as or different from the 
contents of said first entity information; and second management information for 
managing and controlling said first and second entity information, said apparatus 
comprising: a reading device for reading out information from the information recording 
medium; a judgment device forjudging whether or not the second management 
information is recorded on the information recording medium on the basis of the read 
information; and a reproduction output device (i) for reproducing and outputting the first 
or second entity information in accordance with the second management information if it 
is judged by said judgment device that the second management information is recorded 
and (ii) for reproducing and outputting the first entity information in accordance with first 
management information if it is judged by said judgment device that the second 
management information is not recorded. 

Claim 17 of #215 encompasses all the limitation of claim 15 of the instant 
application 

Regarding claim 3 of the instant application, claims 3 of #215 teach attribute 
information for indicating the compressing and encoding method for each of said first 
entity information; and attribute information for indicating the compressing and encoding 
method for each of said second entity information. 

Regarding claim 9 of the instant application, claim 3 of #215 teach second 
management information manages and controls said first entity information, by 
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specifying said first management information, through said specified first management 
information. 

2. Claims 2, 4, 14, 16, 18 and 20 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over 1,3, 9, 
15,16,17, 18, 19, 20 and 21 of copending Application No. 1 0/752,21 5(it is referred to as 
#215 from now on) as applied to claims 1, 3, 5-8, 9, 13, 15, 17 and 19 of the instant 
application above and further in view of Ito et al (US 6,598,101 B1). 

Regarding claims 2, 4, 14, 18 and 20 of the instant application, #215 fail to teach 
number information for indicating an identification number of said first or second entity 
information, which is uniquely given to each Title; and identification information for 
identifying whether said number information indicates the identification number of said 
first entity information or the identification number of said second entity information. Ito 
et al teach number information for indicating an identification number of said first or 
second entity information, which is uniquely given to each Title; and identification 
information for identifying whether said number information indicates the identification 
number of said first entity information or the identification number of said second entity 
information (e.g. figure 2, column 4, lines 23-35). It would have been obvious for one 
ordinary skill in the art at the time the invention was made to incorporate the teaching of 
Ito et al into the teaching of #215 for storage efficiency since Ito et al suggest in column 
2, lines 23-28 to position the data in the recording medium for continuous recording. 



Application/Control Number: 10/725,937 Page 6 

Art Unit: 2621 

Claim 17 of #215 encompasses all the limitation of claim 16 of the instant 
application 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-12 are rejected under 35 U.S.C. 101 because independent Claims 1 

and 10 are directed to a recording medium containing video data, wherein the video 

data is consider to be nonfunctional descriptive material. 

When nonfunctional descriptive material is recorded on some computer-readable 

medium, in a computer or on an electromagnetic carrier signal, it is not statutory since 

no requisite functionality is present to satisfy the practical application requirement. 

Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored on a 

computer-readable medium, in a computer, or on an electromagnetic carrier signal, 

does not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that 

the claims for an algorithm in Benson were unpatentable as abstract ideas because 

"[t]he sole practical application of the algorithm was in connection with the programming 

of a general purpose computer."). Such a result would exalt form over substance. In re 

Sarkar, 588 F.2d1330, 1333, 200 USPQ 132, 137 (CCPA 1978) ("[E]ach invention must 
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be evaluated as claimed; yet semantogenic considerations preclude a determination 
based solely on words appearing in the claims. In the final analysis under § 101, the 
claimed invention, as a whole, must be evaluated for what it is.") (quoted with approval 
in Abele, 684 F.2d at907, 214 USPQ at 687). See also In re Johnson, 589 F.2d 1070, 
1077, 200 USPQ199, 206 (CCPA 1978) ("form of the claim is often an exercise in 
drafting"). Thus, nonstatutory music is not a computer component, and it does not 
become statutory by merely recording it on a compact disk. Protection for this type of 
work is provided under the copyright law. 

Claims 2-9 and 11-12 are also affected. 



Claim Rejections ~ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the Invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

4. Claimsl and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Komoda et al (US 6,701 ,063 B1 ). 

Regarding claim 1, Komoda et al teach an information recording medium on 
which there are recorded: one or a plurality of first entity information, which is 
compressed and encoded by a first compressing and encoding method, for individually 
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constituting Titles (e.g. column 1, lines 44-51, video data recorded under a video 
standard, wherein the video standard is the MPEG standard taught in column 4, lines 
45-58), each of which is a logical combination of contents including at least video; first 
management information for managing and controlling said first entity information (e.g. 
column 2, line 58- column 3, line 17, the directory of figure 2, which includes 201, 202 
and 203 corresponds to the management information); one or a plurality of second 
entity information, which is compressed and encoded by a second compressing and 
encoding method, which is different from the first compressing and encoding method, 
for individually constituting Titles, each of which is a logical combination of contents 
same as or different from the contents of said first entity information (e.g. column 1 , 
lines 44-51 , video data encoded by a different method is recorded on the optical disc, 
where the "different method" is taught in column 4, line 46-59 to be JPEG, which is used 
to compressed high resolution video data); and second management information for 
managing and controlling said first and second entity information (e.g. column 2, line 58- 
column 3, line 17, the directory of figure 2, which includes 201, 202 and 203 
corresponds to the management information). 

Regarding claim 9, Komoda et al teach second management information 
manages and controls said first entity information, by specifying said first management 
information, through said specified first management information (e.g. column 2, line 58- 
column 3, line 17, the directory of figure 2, which includes 201, 202 and 203 
corresponds to the management information. Claim does not require the first and 
second management information to be different). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2, 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Komoda et al (6,701,063 B1) as applied to claims 1 and 9 above, and further in view of 

Ito etal (US 6,598,101 B1). 

See the teaching of Komoda et al above. 

Regarding claim 2, Komoda et al fail to specify number information for indicating 
an identification number of said first or second entity information, which is uniquely 
given to each Title; and identification information for identifying whether said number 
information indicates the identification number of said first entity information or the 
identification number of said second entity information. Ito et al teach number 
information for indicating an identification number of said first or second entity 
information, which is uniquely given to each Title; and identification information for 
identifying whether said number information indicates the identification number of said 
first entity information or the identification number of said second entity information (e.g. 
figure 2, column 4, lines 23-35). It would have been obvious for one ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Ito et al into the 
teaching of Komoda et al for storage efficiency since Ito et al suggest in column 2, lines 
23-28 to position the data in the recording medium for continuous recording. 
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Regarding claim 4, Ito et al teach second management information includes: 
total number information for indicating the total number of said first entity information; 
and total number information for indicating the total number of said second entity 
information (e.g. figure 2, column 4, lines 23-35). 

6. Claims 3, 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Komoda et al (US 6,707,063 B1) as applied to claimsl and 9 above, and further in view 
of Inoue et al (US 2001/0,006,579 A1). 

See the teaching of Komoda et al above. 

Regarding claim 3, Komoda et al fail to teach the compressing and encoding 
method for the first entity and second entity information. Inoue et al teach the 
compressing and encoding method for the first entity and second entity information (e.g. 
paragraph [1 11]). It would have been obvious for one ordinary skill in the art at the time 
the invention was made to incorporate the teaching of Inoue et al into the teaching of 
Komoda et al to enhance the operating speed of the system (Inoue et al, paragraph 
[0004]). 

Regarding claims 5-8, Inoue et al teach menu information, which includes at 
least video information compressed and encoded by the first or second compressing 
and encoding method, for indicating a menu for user selection about at least said 
second entity information out of said.first and second entity information (e.g. figure 3 
and [0030] teach the switch for user to record moving picture or still image); and 
attribute information for indicating the first or second compressing and encoding method 
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by which said first menu information is compressed and encoded (e.g. figure 6, [0054]- 
[0055] teach a menu, wherein column 602 in figure 6 indicates the MPEG encoding 
method and column 603 in figure 6 indicates the JPEG encoding method. Rows 605, 
606, 607 and 608 in figure 6 are considered to be the first, second, third and fourth 
menu information, respectively). 

7. Claims 10-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ito 
et al (US 6,598,101 B1) and further in view of Inoue et al (200170,006,579 A1). 

Regarding claim 10, Ito et.al teach an information recording medium on which 
there are recorded: one or a plurality of entity information, which is compressed and 
encoded by a predetermined compressing and encoding method, for individually 
constituting Titles, each of which is a logical combination of contents including at least 
video; and management information for managing and controlling said entity 
information, said management information including: number information for indicating 
an identification number of said entity information, which is uniquely given to each Title; 
total number information for indicating the total number of said entity information (e.g. 
figure 2, column 4, lines 23-35); However, Ito et al fail to teach information for indicating 
a fact that there is no record of another entity information compressed and encoded by 
another compressing and encoding method, which is different from the predetermined 
compressing and encoding method. Inoue et al teach information for indicating a fact 
that there is no record of another entity information compressed and encoded by 
another compressing and encoding method, which is different from the predetermined 
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compressing and encoding method (e.g. [0120], [0054] and figure 6, Inoue et al teach a 
menu in figure 6 to indicate the number of still picture files recorded, 603, and the 
number of moving picture files recorded, wherein the still picture is compressed using 
JPEG and the moving picture is compressed using MPEG. The number of these file 
recorded depends on the user. Therefore, if the user did not record any still image, the 
number for "603" would be 0, which would indicate "no record of another entity 
information compressed and encoded by another compressing and encoding method"). 
It would have been obvious for one ordinary skill in the art at the time the invention was 
made to incorporate the teaching of Inoue et al into the teaching of Ito et al to enhance 
the operating speed of the system (Inoue et al, paragraph [0004]). 

Regarding claims 11 and 12, Inoue et al teach menu information, which 
includes at least video information compressed and encoded by the first or second 
compressing and encoding method, for indicating a menu for user selection about at 
least said second entity information out of said first and second entity information (e.g. 
figure 3 and [0030] teach the switch for user to record moving picture or still image); and 
attribute information for indicating the first or second compressing and encoding method 
by which said first menu information is compressed and encoded (e.g. figure 6, [0054]- 
[0055] teach a menu, wherein column 602 in figure 6 indicates the MPEG encoding 
method and column 603 in figure 6 indicates the JPEG encoding method. Rows 605, 
606, 607 and 608 in figure 6 are considered to be the first, second, third and fourth 
menu information, respectively). 
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8. Claims 1 3, 1 5, 1 7 and 1 9 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Komoda et al (US 6,701,063 B1) as applied to claims 1 and 9 above, 
and further in view of Yokota (US 5,754,521). 
See the teaching of Komoda et al above. 

Regarding claims 13, 17 and 19, Komoda et al fail to teach judging the 
management information is recorded and reproducing the entity information according 
the management information. Yokota teach judging the management information is 
recorded and reproducing the entity information according the management information 
(e.g. column 12, lines 13-23 and lines 42-44). It would have been obvious for one 
ordinary skill in the art at the time the invention was made to incorporate the teaching of 
Yokota into the teaching of Komoda et al to effectively reproduce data from the 
recording medium (Yokota, column 5, lines 21-30). 

Regarding claim 15, Komoda et al teach a decoding device which includes a 
first decoder corresponding to the first compressing and encoding method and a second 
decoder corresponding to the second compressing and encoding method (e.g. column 
2, lines 26-33, data decoder 112 must be able to decode JPEG and MPEG data since 
data are encoded in these two format). 

/ 9. Claims 14, 16, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Komoda etal (US 6,701 ,063 B1) and Itoetal (US 6,598,101 B1) as 
applied to claims 1 , 2, 4 and 9 above, and further in view of Yokota (US 5,754,521). 
See the teaching of Komoda et al and Ito et al above. 
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Regarding claims 1^, 18 and 20 above, (to et al also teach identifying an 
identification number of the entity information corresponding to the selected Title (e.g. 
column 5, lines 15-24). However, Komoda et al and Ito et al fail to teach judging the 
management information is recorded and reproducing the entity information according 
the management information. Yokota teach judging the management information is 
recorded and reproducing the entity information according the management information 
(e.g. column 12, lines 13-23 and lines 42-44). It would have been obvious for one 
ordinary skill in the art at the time the invention was made to incorporate the teaching of 
Yokota into the teaching of Komoda et al and Ito et al to effectively reproduce data from 
the recording medium (Yokota, column 5, lines 21-30). 

Regarding claim 16, Komoda et al teach a decoding devjce which includes a 
first decoder corresponding to the first compressing and encoding method and a second 
decoder corresponding to the second compressing and encoding method (e.g. column 
2, lines 26-33, data decoder 1 12 must be able to decode JPEG and MPEG data since 
data are encoded in these two format). 
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Conclusion 



1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Sawabe et al (US 6,687,21 1 B2). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daquan Zhao whose telephone number is (571) 270- 
1 119. The examiner can normally be reached on M-Fri. 7:30 -5, alt Fri. off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tran Thai Q, can be reached on (571)272-7382. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automat^Ginf^^ 




tfan Thai Q 
Supervisory Patent Examiner 



